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Board of Patent Appeals and Interferences 
U.S. Patent and Trademark Office 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Sir/Madam: 

Pre-a^peal brief conference review is appropriate when there are clear errors in the 
Examiner's review and/or the Examiner has omitted one or more essential elements needed for a 
prima facie rejection. Applicants believe that at least one of these conditions is present here. 

Claims 2, 4-10, 12-14 and 16-20 are pending in the ^plication, claims 1, 3, 11 and 15 
having been cancelled during prosecution. Claim 12 is the sole independent claim in this 



The Examiner rejected the single independent claim 12 as anticipated by U.S. Patent No. 
6,885,412 to Ohnishi. ei al. (Ohnishi). ftmdamenially asserting that since Ohnishi discloses a flat 
panel display having a metal oxide heater layer, specifically "ITO." The Examiner stated dial 
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this disclosure broadly anticipates a flat panel display having a metal beater layer integral to the 
TFT airay layer. AppUcants assert that this is clear error by the Examiner. 

In the Final Office Action, the Examiner stated that Ohnishi, in Figure 3, ref 8, shows "a 
metal layer integral to the TFT array layer." O.A, page 3, lines 4-5. In response, Applicants 
pointed out that Figure 3, ref. 8 is a metal oxide heater film layer, specifically a ITO metal oxide 
layer, not a metal layer. Ohnishi col. 9, lines 7-13 states that the ref. 8 is a light-iransmissive 
temperature appUcation section made of a metal oxide. Response After Final, pages 1 and 2. 
Applicants further pointed out that the Examiner fiaUed to provide any support his assertion in 
any way. Response After Final, page 2, lines 9-10. 

In the Examiner's Advisory Action, he states: 

"Applicant's argument is that metal is not the same as a metal oxide both 
'chemically and elecuically'. However true that may be, the fact that the claims are not 
clear in specifying or distrogoishing a metal firom a metal oxide layer makes it possible to 
reject the recited 'metal' layer with the 'metal oxide' layer of Ohnishi," 

It is respectfully submitted that Applicants' claim language is quite clear and that the 
Examiner's interpretation is without foundation and is thus clearly m error. A metal oxide layer 
is simply not inclusive of a metal layer. The Examiner failed to provide any suppon for his 
asserted position that a metal oxide layer broadly encompasses a metal heater layer. 

Although Applicants beUeved additional support for their position regarding the plain 
meaning of claim terms was unnecessary. Applicants fiather submitted a Supplemental 
Response, after receipt of the Advisory Action, that included three references from the Intemei 
that demonstraced that the material referred to commercially as ITO, and referred to as such in 
Ohnishil, as iridium tin oxide is 91 moV/o indium oxide (ImOs), with 9 mol% tin oxide (SnOz), 
also referred to as tin (IV) oxide, or 90 wt% indium oxide with 10 wt% tin oxide. One reference 
refers to this as *tin-doped indium oxide." Applicants fiirther stated: 
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"Metals are not transparent, although metal oxides can be. Please refer to 
Principles of Materials Science and Engineering, 3"^ edition, by WilUam F. Smith, page 
837, a copy of which is also anached. Referring to 'metals,' Professor Smith states that 
'except for very thin sections, metals strongly reflect and/or absorb incident radiation' 
and that 'this type of action results in strongly reflected beams of light from a smooth 
surfece.' Thus, Applicants urge the Examiner to reconsider his rejection, based on the 
plain meaning of the term 'metal* to one of ordinary skill and its distinction from 'metal 
oxide.'" 

The Examiner provides no support for his position interpreting "metal oxide" as 
encompassing "metal" in the Final Office Action and the Advisory Action, which is clearly 
contrary to common knowledge in the art. 

The Examiner furdier rejected dependent claims 2, 4-9, and 16-17 under 35 USC 103 
over Ohnishi in view of combinations of Shin, et al. and Muhlemann. Neither of these additional 
references disclose metal beater layers. Accordingly they, together with Ohnishi, in any 
combination, cannot anticipate Applicants' independent claim 12. For tliis reason the 
Examiner's rejections under both 35 USC 102 and 103 are improper and should be withdrawn. 
Claim 12 is clearly allowable over the cited prior art. As claims 2, 4-10, 13, 14 and 16-20 
dq)end from claim 12 tiiese claims are also clearly allowable and such action is earnestly 
solicited. 

The rejection in the Final Office Action for double patenting was addressed in the 
Supplemental Response. A distinguishing amendment was filed in the copending application 
thus obviating ihs double patenting rejection. 

It is respectfiilly submitted tixat the Examiner's rejections in the Final Office Action and 
his position in the Advisory Action is clearly erroneous and that tfie sqpplication is in condition 
fi>r allowance. 
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The Director is authorized to charge $500.00 in fees for the filing of a Notice of Appeal, 
as well as any additional fee(s) or any underpayment of fee(s), or to credit any overpayments to 
Deposit Account Number 50-2638. Please ensure that Attorney Docket Number 73538.020500 
is referred to when charging any payments or credits for this case. 

Respectfully submitte 

Date: February 22, 2006 



Customer Number 33717 
GREENBERG TRAURIG, LLP 
2450 Colorado Avenue, Suite 400E 
Santa Monica, CA 90404 
Phone: (310) 586-6541 
Fax: (310)586-0541 
E-mail: wahlj@gtlaw.ccm 

LA-FSl\3898S6v0l 
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U S patent and Trademark Office; U.S. OSPARTMENT OF COWMERCE 
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PRE-APPEAL BRIEF REQUEST FOR REVIEW 



Dockcl Number (Optional) 
73538-020502 



I hereby ccrtiiy that this correspondence is being deposited with the 
United States Postal Service with sLffficiant postage as first das5 mail 
In an envelope addressed to "Mail Slop AF. Comml^ionerfor 
Patent?, P.O Box 1450, Alexandria. VA 22313.1450" [37 CFR 1.8(a)] 




Signatui 



1^ Shaula Stephenson 
name _— — — i— — 



Application Number 
10/679,977 



Filed 

October 7. 2003 



First Named Inventor 
William R. Dunn, et al. 



Art unit 
2871 



Examiner 
George V. Wang 



Applicant requests review of the final rejection in the above-Identified application. No amendments are being filed 
with this request. 



This request is being fiied with a notice of appeai. 



The review is requested for the reason(s) stated on the attached sheet(s). 
Note: No more than five (5) pages may be provided. 



I am the 

[~ [ applicant/Inventor, 



□ assignee of record of the entire intereat. 
See 37 CFR 3.71. 



Statement under 37 CFR 3.73(b) Is enclosed. 




(Form PTO/SB/96) 

fxl attorney or agent of record, 
Regtatrailon number _ 



33.044 



Typed or printed name 
(310) 586^541^ 



I j attorney or agent acting under 37 CFR i .34. 
Registration number ir acting under 37 CFH 1.34 . 



Telephone number 



Februan^ 22. 2006 



Dale 



NOTE: Signatures of all ihe Inventors or assignees of record of the entire interest or Their representatiVaCs) are required. 
Submit multiple fbmis If more than one signature is required, see below*. 



pxl "Total of ^ forms are submitted 



TWa coltreiion of inTormatton is required Oy 3S U.S.C. 132. The Information is required to obtain or nstaifl 3 Denem tiy the public which is to file (aid »7 Ihc USFFO 

FORMS TO -mis ADDRESS. SEND TO: MallSlop AF, Commlsaloner TOr Pawms, P.O. Box 14SQ. Arexandrl^i. VA 22313-1450. 

if you need ««s^/ence in compiotin^ Ihe form, CBU i^OQ-PTO'BiBd and saleetopoon 2. 



